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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1,4-10,36 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Czaja et al. (U.S. Pat No. 6,567,666). 

With regard to claims 1 and 36, Czaja discloses forward links (col. 2, In. 30) 
(communicating between the wireless terminal and a first node) and messaging 
structure (radio configuration) for reporting to the base stations (node) (col. 2, In. 3-33). 
Czaja introduces a system configuration parameter (radio configuration) (col. 2, In. 39) 
and messages are updated to include information concerning both systems' base 
station (identifying a second radio configuration available for a second node that 
supports a second set of radio configuration that is different from the first set of radio 
configuration) (col. 2, In. 43-44). Czaja also explicitly shows a soft handoff (col. 2, In. 
29) or "Make-Before-Break" (col. 1, In. 65) (simultaneously communicating), and a true 
handoff that combines signals (simultaneously communicating) from both generation 
systems before dropping (col. 2, In. 55-56). 
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With regard to claim 4, Czaja further discloses General Handoff Direction 
Message, Extended Handoff Direction Message, The Neighbor List Message, Extended 
Neighbor List Message (transmitting information) (col. 2, In. 40-42); and operating with 
the same channel bandwidth (using a common channel coding) (col. 3, In. 41-43) (see 
also Fig. 6). 

With regard to claim 5, Czaja further discloses handoff between inter-generation 
systems (transmitted from respective ones of the first and second nodes) based on a 
selection based on the signal strength (a common process) (col. 2, In. 44-46). 

With regard to claim 6, Czaja further discloses the selection based on the signal 
strength of the received pilot signal (a composite signal) (col. 2, In. 46) and a RAKE 
receiver (a RAKE process) (col. 3, In. 66). 

With regard to claim 7, Czaja further discloses CDMA (col. 3, In. 35-38). 

With regard to claim 8, Czaja further discloses a part of the new 3G (IS-2000) 
(second) system operates within the same channel bandwidth as the old 2G (IS-95) 
(first) system (a second set of radio configurations that includes only a subset of first set 
of radio configuration). 

With regard to claim 9, Czaja further discloses a part of the new 3G (IS-2000) 
(first) system operates within the same channel bandwidth as the old 2G (IS-95) 
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(second) system (a second set of radio configurations that includes only a subset of first 
set of radio configuration). 

With regard to claim 10, Czaja further discloses a selection (identifying) based on 
the signal strength of the received pilot signal (a predetermined criterion) (col. 2, In. 44- 
46). 

3. Claims 14-19,24-35,40-43 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by lllidge et al. (U.S. Pub. No. US2002/0085514). 

With regard to claims 14 and 40, lllidge discloses whether the target cell can 
support IS-2000 traffic channels (whether a common radio configuration is available) 
(para. [0027], In. 12, and para. [0028], In. 2). lllidge explicitly shows a soft handoff 
(handing off) (para. [0027], In. 2) and in either case, switching the call to an IS-95 traffic 
channel (based on the determination of whether a common radio configuration is 
available) (para. [0028], In. 8-9). 

With regard to claims 15 and 41 , lllidge further discloses an IS-2000 that might 
not support (non-compliant as defined in Specification, p. 4. In. 1-2) with IS-95 (para. 
0028], In. 2-3). 

With regard to claims 16 and 42, lllidge further discloses an IS-2000 that might 
not support (non-compliant) with IS-95 (para. 0028], In. 2-3). 
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With regard to claim 17, lllidge further discloses a soft handoff (para. [0027], In. 
2) using IS-95 traffic channel (common channel configuration) (para. [0028], In. 8-9). 

With regard to claim 18, it is inherent in a soft handoff after a common channel 
configuration is identified to change the radio configuration used for communications to 
the common radio configuration, and then to communicate according to the common 
radio configuration, as recited in claim 18: 

With regard to claim 19, it is inherent in a soft handoff to transmit information 
using the common radio configuration (a common channel coding), as recited in claim 
19. 

With regard to claims 24 and 32, lllidge discloses a IS-95 (a first node) and IS- 
2000 switching the call to an IS-95 (a radio configuration control circuit operative to 
identify a common radio configuration of the first set of radio configuration that is also a 
member of a second set of radio configurations supported by a second node and to 
responsively cause the first and second nodes to simultaneously communicate with the 
wireless terminal according to the identified common radio configuration). 

With regard to claim 25, lllidge further discloses an IS-2000 that might not 
support (non-compliant as defined in Specification, p. 4, In. 1-2) with IS-95 (para. 0028], 
In. 2-3). 
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With regard to claim 26, lllidge further discloses an IS-2000 that might not 
support (non-compliant) with IS-95 (para. 0028], In. 2-3). 

With regard to claim 27, lllidge further discloses switching (commanding) the call 
to an IS-95 traffic channel (identified second radio configuration) when target cells does 
not support IS-2000 or no IS-2000 traffic channel is available (para. [0027], In. 11-19, 
and para. [0028], In. 1-9). 

With regard to claims 28 and 33, lllidge discloses requesting (a request) an IS- 
2000 (second) traffic channel (radio configuration) from the target cell (wireless 
terminal) (para. [0028], In. 4), and switching (change its communications ... to conform 
to the common radio configuration) the call to an IS-95 traffic channel (the common 
radio configuration) when target cells does not support IS-2000 or no IS-2000 traffic 
channel is available (para. [0027], In. 11-19, and para. [0028], In. 1-9). 

With regard to claims 29 and 35, lllidge discloses a set of CDMA radio 
configuration (para. [0010], In. 2). 

With regard to claim 30, lllidge discloses a BTS (base station) (para. [0027], In. 

7). 

With regard to claim 31 , lllidge discloses a BCS (mobile switching center) (para. 
[0027], In. 8). 
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With regard to claim 34, lllidge further discloses a soft handoff (simultaneously 
communicate) (para. [0027], In. 2). 

With regard to claim 43, lllidge further discloses whether the target cell can 
support IS-2000 traffic channels (whether a common radio configuration is available) 
(para.[0027], In. 12, and para. [0028], In. 2). lllidge explicitly shows a soft handoff 
(means for handing off; means for performing a soft handoff) (para. [0027], In. 2) and in 
either case, switching the call to an IS-95 traffic channel (based on the determination of 
whether a common radio configuration is available; the common radio configuration) 
(para.[0028], In. 8-9). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 2.3,11-13,37-39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Czaja in view of lllidge. 

With regard to claims 2 and 37, Czaja discloses a method according to claim 1 . 
However, Czaja fails to explicitly show a radio configuration compliant with a wireless 
communications standard and a radio configuration non-compliant (Specification, p. 4, 
In. 1-2) with a wireless communications standard. 
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In an analogous art, lllidge discloses an IS-2000 that might not support (non- 
compliant) with IS-95 (para. 0028], In. 2-3). 

A person of ordinary skill in the art would have been motivated to employs lllidge 
in Czaja in order to obtain a compliant and non-compliant radio configuration. The 
suggestion/motivation to do so would have been to provide for a network infrastructure 
that can continue to offer the user service outside the IS-2000 coverage area without 
requiring manual user intervention, lllidge, para. [0005], In. 2-3. At the time the 
invention was made, therefore, it would have been obvious to one of ordinary skill in the 
art to which the invention pertains to combine lllidge and Czaja to obtain the invention 
as specified in claim 2. 

With regard to claims 3 and 38, Czaja discloses a method according to claim 1. 
However, Czaja fails to explicitly show an IS-95 compliant with a wireless 
communications standard and an IS-2000 compliant radio configuration that is non- 
compliant (Specification, p. 4, In. 1-2) with a wireless communications standard. 

In an analogous art, lllidge discloses an IS-2000 that might not support (non- 
compliant) with IS-95 (para. 0028], In. 2-3). 

A person of ordinary skill in the art would have been motivated to employs lllidge 
in Czaja in order to obtain a compliant and non-compliant radio configuration. The 
suggestion/motivation to do so would have been to provide for a network infrastructure 
that can continue to offer the user service outside the IS-2000 coverage area without 
requiring manual user intervention, lllidge, para. [0005], In. 2-3. At the time the 
invention was made, therefore, it would have been obvious to one of ordinary skill in the 
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art to which the invention pertains to combine lllidge and Czaja to obtain the invention 
as specified in claim 3. 

With regard to claim 1 1 , Czaja discloses a method according to claim 1 . 
However, Czaja fails to explicitly show requesting communication according to the 
second radio configuration from the wireless terminal, as recited in claim 1 1 . 

In an analogous art, lllidge discloses requesting an IS-2000 (second) traffic 
channel (radio configuration) from the target cell (wireless terminal) (para. [0028], In. 4). 

A person of ordinary skill in the art would have been motivated to employs lllidge 
in Czaja in order to obtain a request for communication. The suggestion/motivation to 
do so would have been to provide for a network infrastructure that can continue to offer 
the user service outside the IS-2000 coverage area without requiring manual user 
intervention, lllidge, para. [0005], In. 2-3. At the time the invention was made, 
therefore, it would have been obvious to one of ordinary skill in the art to which the 
invention pertains to combine lllidge and Czaja to obtain the invention as specified in 
claim 11. 

With regard to claim 12, Czaja discloses a method according to claim 1. 
However, Czaja fails to explicitly show an identified second radio configuration. 

In an analogous art, lllidge discloses switching (commanding) the call to an IS-95 
traffic channel (identified second radio configuration) when target cells does not support 
IS-2000 or no IS-2000 traffic channel is available (para. [0027], In. 11-19, and para. 
[0028], In. 1-9). 
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A person of ordinary skill in the art would have been nnotivated to employs lllidge 
in Czaja in order to obtain a request for communication. The suggestion/motivation to 
do so would have been to provide for a network infrastructure that can continue to offer 
the user service outside the IS-2000 coverage area without requiring manual user 
intervention, lllidge, para. [0005], In. 2-3. At the time the invention was made, 
therefore, it would have been obvious to one of ordinary skill in the art to which the 
invention pertains to combine lllidge and Czaja to obtain the invention as specified in 
claim 12. 

With regard to claim 13, Czaja discloses a method according to claim 1. 
However, Czaja fails to explicitly show an identified second radio configuration. 

In an analogous art, lllidge discloses switching the call to an IS-95 traffic channel 
(identified second radio configuration) when target cells does not support IS-2000 or no 
IS-2000 traffic channel is available (para. [0027], In. 11-19, and para. [0028], In. 1-9). It 
is obvious in a soft handoff that simultaneous communication is established before 
terminating communications between the wireless terminal and the first node while 
continuing communications between the wireless terminal and the second node, as 
recited in claim 13. 

A person of ordinary skill in the art would have been motivated to employs lllidge 
in Czaja in order to obtain a request for communication. The suggestion/motivation to 
do so would have been to provide for a network infrastructure that can continue to offer 
the user service outside the IS-2000 coverage area without requiring manual user 
intervention, lllidge, para. [0005], In. 2-3. At the time the invention was made, 
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therefore, it would have been obvious to one of ordinary skill in the art to which the 
invention pertains to combine lllidge and Czaja to obtain the invention as specified in 
claim 13. 

With regard to claim 39, Czaja further discloses CDMA (col. 3, In. 35-38). 

6. Claims 20-23,44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
lllidge in view of Czaja. 

With regard to claim 20, lllidge discloses the method according to claim 19. 
However, lllidge fails to explicitly show a common process. 

In an analogous art, Czaja discloses a handoff between inter-generation systems 
(transmitted by respective ones of the first and second base stations) based on a 
selection based on the signal strength (a common process) (col. 2, In. 44-46). 

A person of ordinary skill in the art would have been motivated to employs Czaja 
in lllidge in order to obtain a common process. The suggestion/motivation to do so 
would have been to provide for soft handoffs on fonvard links between two different 
generations of CDMA systems, Czaja, col. 2, In. 29-30. At the time the invention was 
made, therefore, it would have been obvious to one of ordinary skill in the art to which 
the invention pertains to combine Czaja and lllidge to obtain the invention as specified 
in claim 20. 



Application/Control Number: 09/754.490 Page 12 

Art Unit: 2667 

With regard to claim 21 , lllidge discloses the method according to claim 20. 
However, lllidge fails to explicitly show receiving a composite signal and a RAKE 
process. 

In an analogous art. Czaja discloses the selection based on the signal strength of 
the received pilot signal (a composite signal) (col. 2, In. 46) and a RAKE receiver (a 
RAKE process) (col. 3, In. 66), as recited in claim 21. 

A person of ordinary skill in the art would have been motivated to employs Czaja 
in lllidge in order to obtain a common process. The suggestion/motivation to do so 
would have been to provide for soft handoffs on forward links between two different 
generations of CDMA systems. Czaja, col. 2, In. 29-30. At the time the invention was 
made, therefore, it would have been obvious to one of ordinary skill in the art to which 
the invention pertains to combine Czaja and lllidge to obtain the invention as specified 
in claim 21. 

With regard to claim 22, lllidge discloses the method according to claim 14. 
However, lllidge fails to explicitly show performing a hard handoff if a common radio 
configuration is not available. 

In an analogous art, Czaja discloses hard handoff (col. 2, In. 6). It would be 
obvious that if any type of soft handoff is not available, a hard handoff is necessary. 
(See also col. 2, In. 6-24) 

A person of ordinary skill in the art would have been motivated to employs Czaja 
in lllidge in order to obtain both hard and soft handoffs. The suggestion/motivation to do 
so would have been to provide for the reporting of the generation type of the base 
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station. Czaja, col. 2, In. 32-33. At the time the invention was made, therefore, it would 
have been obvious to one of ordinary skill in the art to which the invention pertains to 
combine Czaja and lllidge to obtain the invention as specified in claim 22. 

With regard to claim 23, lllidge discloses the method according to claim 14. 
However, lllidge fails to explicitly show CDMA. 

In an analogous art, Czaja discloses CDMA (col. 3, In. 35-38). 

A person of ordinary skill in the art would have been motivated to employs Czaja 
in lllidge in order to obtain CDMA. The suggestion/motivation to do so would have been 
to provide for soft handoffs on forward links between two different generations of CDMA 
systems. Czaja, col. 2, In. 29-30. At the time the invention was made, therefore, it 
would have been obvious to one of ordinary skill in the art to which the invention 
pertains to combine Czaja and lllidge to obtain the invention as specified in claim 23. 

With regard to claim 44, lllidge discloses the method according to claim 40. 
However, lllidge fails to explicitly show performing a hard handoff if a common radio 
configuration is not available. 

In an analogous art, Czaja discloses hard handoff (col. 2, In. 6). It would be 
obvious that if any type of soft handoff is not available, a hard handoff is necessary, 
(See also col. 2, In. 6-24) 

A person of ordinary skill in the art would have been motivated to employs Czaja 
in lllidge in order to obtain both hard and soft handoffs. The suggestion/motivation to do 
so would have been to provide for the reporting of the generation type of the base 
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station. Czaja. col. 2, In. 32-33. At the time the invention was made, therefore, it would 
have been obvious to one of ordinary skill in the art to which the invention pertains to 
combine Czaja and lllidge to obtain the invention as specified in claim 44. 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Blanche Wong whose telephone number is 571-272- 
3177. The examiner can normally be reached on Monday through Friday, 830am to 
530pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chi H Pham can be reached on 571-272-3179. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



BW 

January 24, 2005 





